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j REMARKS 

The present application relates to hybrid maize plant and seed 39R34. Claims 5-S, 12, 
20-21, 25, 33 and 41^0 have been canceled. Claims 9-U, 13-19, 22-24, 26-32, and 34-40 were 
previously canceled in the Preliminary Amendment submitted on July 10, 2003. Claims 1 and 2 
have been amended. Claims 61-74 have been added at the request of Supervisory Patent 
Examiner Amy Nelson and puts the claims in form for allowance a$ suggested by Supervisory 
Patent Ejtaminer Amy Nelson on November 7, 2003, No new miitter has been added by the 
present amendment. Applidant respectfully requests consideration of the following remarks, 

i ■ 
Detailed Action \ 

A, Status of th^AppUcathn- 

Applicant acknowledges the finality of the previous Office Action has been Vi^ithdrawn 
pursuant to 37 C.P.R. §1.1 1)4. Applicant further acknowledges that the objection to the 
specification is withdrawn, in light of Applicant's assurance that the deposit requirements for the 
seed of inbred maize parent plants GE533276 and GE533139 and hybrid 39R34 will be met at 
the time of the allowance. Applicant acknowledges that the objection to claim 42 is withdrawn- 
Applicant also acknowledge^ that the rejection of claims 8, U, 15, 19, 21, 24, 28, 32, and 38-42 
under 35 U.S.C. § 112, second paragraph are withdravm. Applicant acknowledges that the 
rejection of claim 33 under 3|5 U.S.C, § 112, first paragraph is withdrawn, in light of the 
assurance that the deposit requirements for the seed of inbred maize parent plants GE533276 and 
GE533139 will be met at the! time of allowance. In addition. Applicant has amended the 
specification to clarify the deposit language. A copy of the ATCC deposit receipt is included in 
this response. No new matter has been added. Applicant further acknowledges that the rejection 
of claims 11, 15, 19, 24, 28, 32, 36, 38, and 39 under 35 U.S.C. §§ 102(e)/103(a) are withdrawn. 

B, Election/Restrictions 1 

The Examiner states that newly submitted claims 43-60, Group II, are directed to an 
invention that is indepcsndentior distinct from the invention originally claimed. The Examiner 
further states Group I, claimsi l-S, 12, 20, 21, 25. 33, 41, and 42 are directed to hybrid maize seed 
39R34; a maize plant or its parts produced from said seed; a tissue culture of regenerable cells of 

i ! 

said plant; a maize plant xegeneraied from said tissue calture; said maize plant further comprising 
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an introgressed cytoplasmicj gene that confers male sterility; said hybrid maize plant wherein ttie 
genetic material contains onle or more mutant genes or transgenes; a method of making hybrid 
maize plant 39R34 comprising crossing inbred maize plants GE533276 and GE533139; a 
method of producing a males sterile maize plant comprising transforming 39R34 with a transgene 
conferring male sterility, classified in class 800, subclass 320.1, The Examiner states Group n, 
claims 43-60 are directed toimethods of making an Fl hybrid maize plant, comprising 
introgressing a mutant gene or transgene into at least one of two inbred maize plants (inbred 
maize lines GE533276 and CJE533139), and then crossing the resultant plants to produce said Fl 
hybrid maize plant; a maize plant produced by said method, classified in class SCO, subclass 260. 
The Examiner states that since Applicant has received an action on the merits for the originally 
presented invention, Group I, this invention has been constructively elected by original 
prosecution for prosecution on the merits. The Examiner accordingly withdraws claims 43-60 
from consideration as being directed to a non-elected invention, (37 C.F.R. § 1.142(b)). See 
MPEP$ 821,03- j 

Applicant respectfully submits that the election of Group I, claims 1-8, 12, 20, 21, 25, 33, 
41, and 42 is made with traverse. Applicant further submits that claims 43-60 have been 
canceled. However, claims 61-74 have been added at the request of Supervisory Patent 
Examiner Amy, Nelson and p!ms the claims in form for allowance, as suggested by Supervisory 
Patent Examiner Amy Nelson on November 7, 2003. 

! ■ 
Relectlons Under 35 U.S.Ci § 112. Second Paragraph 

Claims 5-8, 12, 21, and 25 stand rejected under 35 U.S.C. § 1 12, second paragraph, as 
being indefinite for failing to! particularly point out and distinctly claim the subject matter which 
Applicant regards as the invention. 

Claim 5 stands rejected as indefinite for the recitation "A tissue culture of regenerable 
cells or protoplasts of said cells". 

Applicant has canceled claim 5, thus alleviating this rejection. 

The Examiner rejects blaim 6 for the recitation "or protoplasts of said cells having been 
isolated from a tissue" rendering the claim indefinite. 

Applicant has now canceled claim 6, thereby alleviating this rejection. 
Claim 7 stands rejected as indefinite for the recitation "capable of expressing". 
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Applicant has cancelled claim 7, alleviating this rejection. 

The Examiner jnajects claims 8, 12, 21, and 25 as indefinite for broadening the scope of 
the claim from which they depend. The Examiner states that the plants of claims 2 and 20 do not 
encompass any intfogressed genes- The Examiner further statesi the claims are indefinite because 
they do not present any method steps indicating how the gene was introgressed into the plant of 
claim 2 or 20. ! 

Although not acceding to the Examiner's rejection, in order to expedite prosecution 
Applicant has now canceled claims 8, 12, 21, and 25, thus rendering this rejection moot. 

Claims 12 and 25 stand rejected as indefinite for the recitation "mutant gene". 

Applicant has canceled claims 12 and 25, thereby alleviating this rejection. 

In light of the above iamendments and remarks. Applicant respectfully requests 
reconsideration and withdrawal of the rejections under 35 U.S.C. § 1 12, second paragi-aph. 

Rejections Under 35 tf.S.C. S 112. First Paragraph 

Claims 8, 12, 21, and 25 stand rejected under 35 U,S,C, § 11.2, first paragraph, as 
containing subject matter wllich was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention, for the reasons of record in the 
Office Action mailed February 10, 2003, 

Applicant respectfully traverses this rejection. However, in an effort to expedite 
prosecution. Applicant has canceled claims 8, 12, 21, and 25, thus alleviating this rejection. 
Applicant has added new claims 61-74 at the request of Supervisory Patent Examiner Amy 
Nelson and puts the claims in form for allowance as suggested by Supervisory Patent Examiner 
Amy Nelson on November 7l 2003. Applicant respectfully submits the claims now come within 
the purview of the written d^cription requirement and request reconsideration. 

Claims 12 and 25 stand rejected under 35 U.S.C. § U2, first paragraph, as containing 
subject matter which was noli, described in the specification in such a way as to reasonably 
convey to one sldlled in the relevant art that the invenior(s), at the time the application was filed, 
had possession of the claimed invention. 

Applicant respectfuU^lf traverses this rejection. However, in an effort to expedite 
prosecution, Applicant has canceled claims 12 and 25, thus alleviating this rejection. Applicant 
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has added new claims 61-74 at the request of Supervisoiy Patent Examiner Amy Nelson and puts 
the claims in form for allowiance as suggested by Supervisory Patent Examiner Amy Nelson on 
November 7, 2003, Applicant respectfully submits the claims now come within the purview of 
the written description requirement and request reconsideration. 

Claims 8, 12, 21, and 25 stand rejected under 35 U.S.C. § 112, first paragraph as 
containing subject matter wiiich was not described in the specification in such a way as to enable 
one skilled in the art to whidh it pertains, or with which it is more nearly connected^ to make 
and/or use the invention. 

Applicant respectfully traverses this rejection. However, in an effort to expedite 
prosecution. Applicant has canceled claims 8, 12, 21, and 25, thus alleviating this tejcction. In 
addition Applicant wishes tci reiterate that the actual ATCC deposit of hybrid 39R34 and inbred 
parents GE533276 and GE533139 has been made as provided in 37 CF.R. §§ 1.801-1.809. 
Applicant herein submits thej Deposits section has been amended. in order to properly include 
both the hybrid 391R34 and iiibred parents GE533276 and GE533139 within the deposit 
paragraph. The changes do iot add new matter as there is literal support for the minor changes 
on page 7 in the originally filed specification. The Applicant provides assurance that: 

a) during the pendency of thi s application access to the invention will be afforded to 
the Commissioner upon request; , 

b) all restrictions upon availability to the public will be irrevocably temoved upon 
granting of the patent; . 

c) the deposit wiil be maintained in a public depositotry for a period of thirty years, 
or five years after the last recjuest for the enforceable life of the patent, whichever is longer; 

d) a test of the viability of the biologicai material at the time of deposit will be 
conducted (see 37 C.F.R- § I y807); atid 

e) the deposit will be replaced if it should ever become inviable. 

Therefore, Applicant submitsi at least 2500 seeds of hybrid maize plant 39R34 and inbred parents 
GE533276 and GE533139 have been deposited with the ATCC. In view of this assurance, the 
rejection under 35 U.S.C. § III 2, first paragraph, should be removed. (MPEP § 241 1.02) Such 
action is respectfully requested. Applicant thanks the Examiner for pointing out this inadvertent 
mistake. 



i I 
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In light of the abovd amendments and remarks. Applicant respectfully requests 
reconsideration and withdrawal of the rejections to claims 8, 12^ 21, and 25 under 35 U.S.C. § 
112, first paragraph. 

Summary 

Applicant acknowleilges that claims 1-4, 20, 33 and 41-42 are allowed. 

Applicant further aci^nowledges that claims 61-74 have been agreed upon as allowable by 
Supervisory Patent Examiner Amy Nelson as aforementioned, thereby placing these claims in 
form for allowance, AppliciLixt has canceled all non-allowable claims thereby placing the 
application in condition for allowance and has complied with all requirements of form set forth 
in previous office actions, i 

Conclusion 

In conclusion, Applicant submits in light of the above amendments and remarks, the 
claims as amended are in a cpndition for allowance, and reconsideration is respectfully 
requested. If it is felt that it would aid in prosecution, the Examiner is invited to contact the 
undersigned at the number indicated to discuss any outstanding issues. 

No fees or extensions of time are believed to be due in connection with this amendment; 
however, consider this a request for any extension inadvertently omitted, and charge any 
additional fees to Deposit Account No. 26-0084. 

Reconsideration and Allowance is respectfully requested. 

Respectfully submitted. 
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